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DETAILED ACTION 

1 . This communication is responsive to the amendments filed on December 8, 
2009. Applicant's amendments and remarks have been carefully considered. 

2. Claims 1-2, 4-7, 9, 11-17, 19 and 21 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kais (US 6,177,205) in view Bhadeshia (US 5,879,474). 

Kais discloses a stretch of rail comprising switch element 12 made of high alloy 
steel including manganese content of 10-20%, connected directly to the lengths of 
carbon steel rails 14,16 by welding without deposition of metal (see for example claim 1 
of Kais patent), i.e. by electron-beam welding. 

Regarding the instant claimed rail being made of bainitic steel without carbide, 
and the instant claimed composition of the rail, consider column 3, second paragraph of 
Bhadeshia, which describes a bainitic steel rail without carbide or carbide-free, and the 
bainitic steel rail has the material composition as recited in instant claims. See also the 
disclosure of Bhadeshia, e.g. lines 15-21 on column 1, lines 17-21 on column 2, and the 
last paragraph of column 2 continued into the first three lines of column 3; wherein, 
bainitic steel rail is preferred over pearlitic steel rail for its enhanced wear resistance, 
rolling contact fatigue, toughness, weldability, and the advantages of elimination of heat 
treatment operations during both production and after welding heat treatment. 

In view of Bhadeshia, it would have been obvious to one skilled in the art to 
substitute bainitic steel rail with material composition similar to that taught by 
Bhadeshia, for the pearlitic steel rail of Kais so as to achieve the above described 
advantages. 
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As to the method of welding, note that on the one hand the claimed flash welding 
and forging is considered to relate a process, which is not considered to be patentably 
significant in an apparatus claim. On the other hand, note that the rail of Kais, as 
modified, is made of bainitic steel instead of pearlitic steel; therefore, as a matter of 
common sense, it would have been obvious to one skilled in the art to select a well 
known method of welding that is more suitable for bainitic steel, such as flash butt 
welding or the similar flash welding and forging (which are well known method of 
welding in the art - Official Notice is taken), so as to achieve a strong weld connection 
with bainitic steel. 

Regarding the method step including no after heat treatment, consider the last 
paragraph on column 2 of Bhahdeshia and continued into the first three lines on column 
3. 

Regarding the instant claimed hardness of the medium-alloy low-carbon steel, as 
recited in instant claim 1 1 , consider the hardness of bainitic steel shown in the table on 
top of the last page of Bhadeshia, which includes hardness of 400 HV30 within the 
range of 350-390HB as claimed. Note that the length of rail of Kais, as modified above, 
is made from the bainitic steel having hardness similar to that of Bhadeshia. 
3. Claims 10 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the prior art as applied to claims 1 and 15 above, and further in view of the prior art 
described in the last six lines of page 3 of the instant specification. 

Regarding the instant claimed switch element having hardness between 170 and 
230HB, as recited in instant claim 10, it is noted that Kais does not disclose the specific 
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hardness of the switch element. In the last six lines of page 3 of the instant 
specification, there is a switch element made of a material, which is similar to that of 
Kais, that is well known under the name of HADFIELD and has hardness between 170 
and 230 HB. Therefore, it would have been obvious to one skilled in the art to use a 
material having similar hardness to that of the prior art switch element described in the 
instant specification, for forming the switch element of Kais so as to achieve the 
expected structural integrity thereof. 
4. Response to Applicant's Arguments: 

The examiner has carefully considered Applicant's Arguments. Applicant should 
note that Kais suggests the use of electronic beam welding, instead of flash butt 
welding, for the direct joining because electronic beam welding is more suitable for use 
with pearlitic steel rail. However, in the instant case, Kais is not applied alone, but it 
rather has been modified with Bhadeshia to use bainitic steel rail for its advantages over 
pearlitic; therefore, as a matter of common sense, it would have been obvious to one 
skilled in the art to use a well known welding method, such as flash butt welding or the 
similar flat welding and forging, that is more suitable for bainitic steels. Note for 
example flash butt welding is well known to be suitable for bainitic steels, as evidenced 
by the descriptions in the abstracts of Japanese references JP 11-92866 and JP 2001- 
98342. It also noted that flash butt welding and flash welding and forging are similar as 
acknowledged by the applicant of the present application (see the next to last paragraph 
on page 1 1 of Applicant's arguments/remarks, filed on December 8, 2009. 
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5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARK T. LE whose telephone number is (571)272- 
6682. The examiner can normally be reached on Mon-Fri, between 8:15-4:45 
(Teleworking). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Samuel Morano can be reached on 571-272-6684. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Mark Tuan Le 
Primary Examiner 
Art Unit 3617 

/Mark Tuan Le/ 

Primary Examiner, Art Unit 3617 



